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Remarks 

In the final Office Action dated December 24, 2002, the Examiner rejected 
claims 1-18 under 35 U.S.C. § 112, first and second paragraphs, and under 35 U.S.C. § 
103(a) as being unpatentable over either of Trulson, et al. U.S. Patent No. 5,578,832 
(hereinafter Trulson) or Brown, et al. U.S. Patent No. 5,807,522 (hereinafter Brown) in view 
of Ginestet U.S. Patent No. 6,225,636 (hereninafter Ginestet). 

Reconsideration and reexamination of the application is respectively requested 
in view of the following. 

Rejection of Claims 1-1 8 Under 35 U.S.C. S 112. First Paragraph 

Applicants respectfully traverse the rejection of claims 1-18 under 35 U.S.C. 
§ 1 12, first paragraph. Per the Examiner's request to point to page and line number support 
for the amendment, the Examiner is respectfully directed to the presently pending application, 
p. 13, 11. 10-13, which states, "In other words, the correction factors are applied to 
quantitation or measurement data obtained from microarray images which contain spots having 
dyes of known or unknown excitation or emission spectra to obtain crosstalk-corrected data. " 
The Examiner is further directed to the presently pending application, p. 6, 11. 17-18, wherein 
the computer 52 is clearly identified as a quantitation computer (i.e., a computer to perform 
quantitation in accordance with the present invention). 

As such, the term quantitation is fully supported in the present application and 
the rejection should be withdrawn. 

Rejection o f Claims 1-18 Under 35 U.S.C. $112. Second Parag raph 

Applicants respectfully traverse the rejection of claims 1-18 under 35 U.S.C. 
§ 1 12, second paragraph. The Examiner contends that there does not appear to be a discussion 
or definition of quantitation in the specification. However, the meaning of quantitation would 
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have been understood by one of ordinary skill in the art at the time of the invention. (A claim 
term means "what one of ordinary skill in the art at the time of the invention would have 
understood the term to mean". Markman v. Westview Instruments, Inc., 52 F. 3d 967, 986, 
34 USPQ2d 1321, 1335 (Fed. Cir. 1995) (en banc), atf'd 517 U.S. 370 (1996).). 

In particular, Schena, M., DNA Microarravs: A Practical Approach . April, 
1999, page 12 (a copy of which is enclosed for the Examiner's convenience) states, 
"Quantitation is usually accomplished by superimposing a grid over the microarray image and 
computing an average intensity value for each microarray element with automated software". 
Furthermore, Schena, M., Microarray Biochip Technology . January, 2000, page 13 (a copy 
of which is enclosed for the Examiner's convenience) states, "Data quantitation packages. . . and 
other commercial tools perform this function well. Typically, a user-defined gridding pattern 
is overlaid on the image, and the areas defined by the regular pattern of circles or squares are 
subjected to data extraction". , and page 179 (a copy of which is enclosed for the Examiner's 
convenience) states, "After the spot location is determined in the image, a small patch around 
that location (target region) can be used to quantitate the spot intensity level". 

As such, the term quantitation would have been understood by one of ordinary 
skill in the art at the time of the invention and the rejection should be withdrawn. 

Rejection of Claims 1-18 Under 35 U.S.C. § 103 

Applicants respectfully traverse the rejection of claims 1-18 under 35 U.S.C. 
§ 103. In particular, independent claims 1 and 10 make it clear that the set of correction 
factors are applied to quantitation data obtained from generated microarray images containing 
spots having three or more dyes with excitation or emission spectra to obtain cross-talk 
corrected data. The Examiner concedes that this feature is neither taught, disclosed or 
discussed by any of the prior art references of record taken either alone or in combination with 
one another. Therefore, the Examiner has failed to make a prima facie case of obviousness 
as is required under 35 U.S.C. § 103. 
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Furthermore, even if the cited references, alone or in combination, resulted in 
the presently pending invention, the Examiner has failed to provide the motivation to combine 
the teaching of Trulson or Brown and Ginestet as is required for a prima facie case of 
obviousness under 35 U.S.C. § 103(a). The mere fact that references can be combined or 
modified, which Applicants do not agree is the case with respect to the cited references, does 
not render the resultant combination obvious unless the prior art also suggests the desirability 
of the combination or modification. See, M.F.E.P. §2143.01. 

The Examiner has also used impermissible hindsight to combine the teachings 
of Trulson or Brown and Ginestet to attempt to piece togetner the Applicants' invention. The 
teaching or suggestion to make the claimed combination must be found in the prior art, not in 
the applicant's disclosure. See, M.P.E.P. § 2143; see also, In reDembiczak, 175 F.3d at 999 
("Combining prior art references without evidence of . . . suggestion, teaching, or motivation 
simply takes the inventor's disclosure as a blueprint for piecing together the prior art to defeat 
patentability-the essence of hindsight. "). 

Moreover, "[d]efining the problem in terms of its solution reveals improper 
hindsight in the selection of the prior art relevant to obviousness." Ecolochem, Inc. v. 
Southern Edison Co., 221 ¥ 3d 1361, 1372 (Fed. Cir. 2000) (citing Monarch Knitting Mach. 
Corp. v. Sulzer Morat Gmbh, 139 F.3d 877, 880 (Fed. Cir. 1998)). Here, the Ginestet 
reference cited by the Examiner fails to recognize the problem addressed by the Applicants' 
claimed invention (i.e., as stated in the presently pending application on page 2, 11. 13-24, "To 
be accurate, the reader must be able to quantitate the brightness of each microarray spot for 
each labeled DNA sample used in the experiment".). Ginestet fails to teach applying a set of 
correction factors to quantitation data as presently claimed. As such, the Examiner has failed 
to make a prima facie case of obviousness as is required under 35 U.S.C. § 103. 

Regarding claims 2-9 and 11-18, which depend from claims 1 and 10, 
Applicants contend that these claims are patentable for at least the same reasons that claims 1 
and 10 are patentable. Moreover, Applicants contend these claims recite further limitations, 
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in addition to the limitations of claims 1 and 10, which render these claims additionally 
patentable over Trulson or Brown and Ginestet, alone or in combination. 

Consequently, in view of the above and in the absence of better art, Applicants' 
attorney respectfully submits that the application is in condition for allowance which allowance 
is respectfully submitted. 

No fee is believed to be due for the submission of this paper. Please charge any 
additional fees or credit any overpayments as a result of the filing of this paper to our Deposit 
Account No. 02-3978 -- a duplicate of the first page of this paper is enclosed for that purpose. 

The Examiner is respectfully requested to telephone the undersigned to discuss 
prompt resolution of any remaining issues necessary to place this case in condition for 
allowance. 



Date: March 13. 2003 

BROOKS & KUSHMAN P.C. 

1000 Town Center, 22nd Floor 
Southfield, MI 48075 
Phone: 248-358-4400 
Fax: 248-358-3351 



Attachments 



Respectfully submitted, 
Mack J. Schermer, et al. 




Thomas W. Saur 
Reg. No. 45,075 
Attorney /Agent for Applicant 
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